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Timothy J. Engling, /mprovements in Fatent Licensing, 78 J. Pat. & Trademark Off. Soc'y 739,
742 (1996) (“Granting rights in ‘improvement patents’ developed or acquired by a party can be

51

—

a practical method for transferring future advances. Improvement patents may be defined as
those that cannot be used without coming within the scope of claims of the patent improved
upon. Patents of this type are sometimes referred to as ‘dominant’ and ‘subservient  patents.”).

52) Id. at 743 (“The final approach for granting improvement rights designates the scope of
the improvements to be granted. Specifying a grant of improvements by the scope of
coverage can be vital to licensing parties' understanding of their obligations. 7his method
avoids concerns over definitions and speculation by granting rights in an improvement
pased upon the closeness of an improvement's relationship with a licensed patent”)
(emphasis added).
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55) ENIRTFIEAN TR, BB, g ok E I 2w T CRIETORMIEA
FIBTAWMBREITE L WDT, A¥REE %) 284, 7), https://www.muroran-it.ac.
jp/crd/intellectual-property/qa/qa03/(Z 4T 2022, 2. 22.).

56) Axts, %9 =, 59, 7 10" o] SAg w2 MK 0 mgA ] ¢
ato] ARgAel Al ALEA R ARHAA 7 o A&HGE oA
Al &tk ey Ao SAE flete] Al Bdesite A % o
7o) 4o el dFdths A o A E AHEAFAE st & & k),

57) See Office of Technology Licensing, Stanford Folices, Stanford (“Title to a// potentially patentable

flo of

\ﬂ

inventions conceived or first reduced to practice in whole or in part by members of the faculty
or staff (including student employees) of the University in the course of their University
responsibilities or with more than incidental use of University resources, belongs to the
University.”) (emphasis added), https://otl.stanford.edu/intellectual-property/stanford-policies (last
visited Feb. 22, 2022).

58) Banks v. Unisys Corp., 228 F.3d 1357, 1359 (Fed. Cir. 2000) (“The general rule is that
an individual owns the patent rights to the subject matter of which he is an inventor,
even though he conceived it or reduced it to practice in the course of his employment.
There are two exceptions to this rule . . . . Both exceptions are firmly grounded in the
principles of contract law that allow parties to freely structure their transactions and
obtain the benefit of any bargains reached.”).

59) Esther Barron & Darren Green, Accidental Founders: The Race from Class Project to
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A = F(Stanford University)®] 4-¢ n9¥do] F2& 3 45w %
F7Idoll A o] ol 385,60 W

ek 55A% tigto] AFErheD ¥
8}(Carnegie-Mellon University)< 72} (7d 4 #}7} 0}‘4 Td Oi/\i)oﬂ
oJeh62) WAFAS Aelste Wgom FHsith63 FH7EE ek
wAFd Ao FFAKHE AAsaL dow, 1 AlokA ol i o
Aol At S 2Feta vk 1 &S Ak ofgel gt

Start=Up, 25 Stan. JL. Bus. & Fin. 86, 102 (2020) (“[NJot all university IP ownership
policies are created equally.”)

60) Start-Up Guide, Stanford University Office of Technology Licensing (2016), at 7 (“It is
important to note that inventors may not serve a management role in the start-up company
unless they plan to leave Stanford (either permanently or on a leave of absence),
https://doresearch.stanford.edu/documents/office-technology-licensing-otl-start-guide-march-2

016/download (last visited Feb. 22, 2022); AX]& 9] 34, “F&7|& 71¥ 23] A LA =9
vy BAS 23 wa wor 7 918y AA 1Y 2020, 104H(C“wSG Fo] &
Wk v WpTt SALe AYRleR ot F4S StEF stal Jlon, AL &

A&t gk,
Start-Up Guide, supra, at 30 (“If a new follow-on or improvement invention is developed
after the original dominating technology has been licensed to the Start-up, [office of

61

—

technology license] will still market it to all potentially interested parties.”).

62) ZH71EE Whe wdFAE A5 FEstuAe 2 Fgude 1 FA7I9e it
7] Y Ht=A] F4(@ leave of absence)djoRit vk FASAL vk F4 99
HoR AAS ddM FPude 2 ndAAUIAY AIAE Adsfjort g
Carnegie Mellon University, Spin-off Guideline, at 9 (“CMU employees wishing to start a
company therefore face a choice : (a) An employee who wishes to see the creation of a
spin-off company but wishes to remain primarily committed to his/her CMU appointment
should arrange for the employment of a CEOQ or other operating officer to take on the task
organizing and managing the spin-off company. (b) An employee who wishes to become an
officer or assume some other very substantial role in a spin-off company should take a
leave of absence from CMU, normally not to exceed two-years.”) (emphasis added),
https://www.cmu.edu/cttec/forms/spin-off-guidelines—cmu.pdf (last visited Feb. 2, 2022).

63) Joshua A. Newberg & Richard L. Dunn, supra, at 204-05 (“Some institutions have adopted
policies to encourage faculty members to establish spin-off companies based on their
research efforts. Professors at Carnegie-Mellon University, for example, are allowed to
retain their university offices and make limited use of university facilities during the
start-up phase of their spin-off companies.”).
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8. 7N (Improvement)
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# ] e

8.3. te] FHo] wh=mow NFUHS FES A9, 1 ot 3 A
=2 ]

8.4 et wAF 1] FUN] W] nAF NEEHE wFow
W NAES FEOR WPH A, 7wl Ba Aze AN
Ao dstel gEom Afdth i, nAFYIIGE F Aok 5U
xdoz I ARWIE AT F AL, G F AGNAe A8
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A%, Wb wARAIGel AR ANARAL AESHE A, % P

64) Spin-off License Template, https://www.cmu.edu/cttec/forms/cmu_spin-off_license_template.pdf
(last visited Feb. 22, 2022).

65) /d at 9 (“8.2. Licensee will own all of the right, title and interest (including patents,
copyrights, mask work rights, trade secrets and any other intellectual property rights, [but
excluding Patents]) in and to the results of the collaboration between the parties that are
developed solely by Licensee employees or agents, when acting as such.”) (emphasis added).

66) /d (“8.3. Carnegie Mellon will own all of the right, title and interest (including patents,
[Patents], copyrights, Copyrights, mask work rights, trade secrets and any other intellectual
property rights) in and to the results of the collaboration between the parties that are
developed solely by Carnegie Mellon employees or agents, when acting as such.”).

67) /d (“8.4. All intellectual property which results in [Patents or] Licensed Technology
developed jointly by employees or agents of Carnegie Mellon and Licensee, each when
acting as such, shall be owned by Carnegie Mellon. Licensee may utilize such jointly
developed property pursuant to the terms of this Agreement. Carnegie Mellon may issue
licenses to others regarding such jointly developed property which results in [Patents or]
Licensed Technology, as long as such licenses do not violate any exclusive license to
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Licensee then existing under Section 2 (License Grant). If any other property rights are
developed jointly by employees or agents of Carnegie Mellon and Licensee, each when
acting as such, which would not constitute [a Patent or] Licensed Technology and which
are not subject to another agreement between Carnegie Mellon and Licensee, Carnegre
Mellon and Licensee shall jointly own (without any duty to account to the other for
profits) all right, title and interest (including patents, copyrights, mask work rights, trade
secrets, and other intellectual property rights) in and to the results of such joint
development. If any patentable invention which would not constitute [a Patent or]
Licensed Technology arises out of such joint development by employees or agents of
Carnegie Mellon and Licensee, each when acting as such, Carnegie Mellon and Licensee
will engage in good faith efforts to mutually agree on whether and how to pursue patent,
copyright or mask work protection of the invention in the U.S. and elsewhere.”)
(emphasis added).
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69) Cf Rochelle Cooper Dreyfuss, Collaborative Research: Conflicts on Authorship, Ownership,
and Accountability, 53 Vand. L. Rev. 1161, 1212-13 (2000) (“Indeed, exclusivity is so
important, investors often want it assured before significant costs are incurred. In most
cases, this is accomplished by establishing an employment relationship and making the
duty to assign inventions to the employer a condition of employment. In that process,
employees can lose out. Often the obligation to assign is expressed in a form contract--im
the university context, for example it can be set out in the employee handbook and then
incorporated into faculty contracts by reference. Such contracts are usually considered
enforceable even though negotiation can be quite minimal”) (emphasis added).

70) WRAEY AUZRCEAAT] ARuro] AN THOR Aakold A Aokol}

2t el wet AbgAbse] 1 e g AgE SAsHE AR AT 2 W of

o] FHdd%ol 7= Ade AEE e

Claudia Adkison, /ssues of University Based Research, 17 Emory Int'l L. Rev. 505, 509

(2003) (“The company is usually formed with the expectation that the university will

71

—

license its technology that was generated by the founder faculty member to the start-up
company and it is possible that both can profit when that happens.”).
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78) Claudia Adkison, /ssues of University Based Research, 17 Emory Int'l L. Rev. 505, 509
(2003) (“Start-up companies pose many problems for universities and at the same time
are miracles for the university and the faculty founder in some cases. Early on, a
start-up company is virtual until some investment funding can be found. Often the early
stage technology that is licensed to a start-up company is not ready for the marketplace,
and one of the functions of the start-up company is to develop the technology further to
go to the market or make it attractive to a larger company that can develop it.”).

79) AAE, kol =i, 43RS VIA] digto] V)EA HASt U= VEs A3

/e 27 Apdsty] 8 A-EE Rolghe AS Acsid, I 7€ tiE]
HZAA g hvA fige] FFoR 4" 2

b

TR, A, Aok AT ol Al
o .

ol 2
N
2,
ol
$4%
e
N
=
=
=
i
o
o,

U 3oy
[o ¢

1o
i
d
W
Do
-3
rg
=
ot
N
ipY
o
)
s
i)
=
£
10
)
o
-3
1o
_orL
=
ok
-3
2
=
Z
4,

80)

L

=
ol
N
>
1o
o 2
vk
e
N
2
=2
X
4o 4
ox
o
N
o2
i
Ir
p}
g
oy
3 4
=
[N}
B o



PRITEESEH B35 B15R(2022. 3.)

122

ToR

4

W A1 el

3}
of

Foha Azkaken A, o)

3|

T2 B+ A g9

o I
= O

4

—~
file)

o

ofy
T
3

il

Bl

o
.

|

;OO

1

74 A4z Al

hE

3 74 >83)

Aol &

A 14Z (A

)

A3}

A A

A

ki3

o WA

& Al

@ Al

el
g

750

ol Stk & ApEel A 2 Ho

=
T

|

o

A

FE

=

©

Pl Al A

GBS PAEL B A,

v

)

A

P, ok kA, 7T (e

3]
QT

81)

sttt Az,

30

T}

2 Aol g

of #3l 14, https://sanhak.pusan.ac.kr/Board/BoardView.aspx?Categor

=7

132814 &BoardMstNo

4&PageNo=1&KeyWord=&KeyField=&CategoryYN=N&BoardNo=

&MENU_ID=(HFWE Y 2022. 2. 22.).

yNo=



woH o dp oW X FoRe o AR RO R0 o o XX WE W
4 w7 T e I e TG A TExwmHT?
of oE T DoEmg N _ Xy 2% o oW B RN
- Q.L >£ OT A_I ol ‘H_.W ,.;1_ \,M Lt 8 ;01_ 0 A..rv ]__/l _io Lt | WE Mru Py o ]ﬂ,._vu_l s}
B % oF = T W (S I OO B mﬂfﬂqdr £ @_WWALE@AE
wox T & oF N oW o = _ 7 o oy B o =~ JUE o H o fT oo ol
U Moo B o4 o W T o oo T X G T
= = Ho ~ = N o IS o Ty g Aoy B
S = Ho N — 2 = T o Mo ®. T = G G
R o M & T T e A - oy S Ve X BN &
R oo Fo o i o A = T ow oo o BT T =7 W
. it ‘ml — ! 0 o _IL s W~ ﬂ -~ X R o X o wr oy
B3 o F X = DTN EX e TR SRGEH A
TR o= T wo o OF B o Rl s amE R LSRN E Y
i il — oy ‘IﬁMHMﬂ HT_O z o~ Eﬁa2]] 53
w s ooy N X = T el oo T TSt — o
B oo o B oF N woTE T XSy W BT
o XK 2 o . o CEEE 3z T o~ © ~ N oS ke o . i
B0 Ko TR < oo o N N BTR o =
Aoy o 2P T o gPredad SESFETE oo
LUl P ) W o S w2 L B0 BET T8
= T ooop ~ o 2T F Wk = o A G
M O SC NI @Bﬂﬁoﬁoq%ﬂ EENA SRS
. ) —_— ) —_— O%} ~
o ur = ~ 7 M o X w T o)) ,MO o gt oL, B oA K m S .o]@;]on&a%
BoE R o) Ao %mﬂ@ﬁﬁ%%éﬂrﬂo_bﬂm oo R T T B
= o o TN b B o B ~ - w w0 o T s T HBE W
H T % = N b E o w ook D s 8 S =
= o i o — oy N M it ~ < o L S WE o ®F
) _zoﬂ;qu.;o W ° Potuj.mm o utaﬂE e = Eq RENE QS
by 0 o=y X .
ol B o ) F oo T _w_norofﬂﬂﬂﬁ imm%mm un%%%@ﬂﬂ
D oo T g M G ;P T - = x ,ﬂmaogwwle b 9.9.0%1&%%%
TR ED B Al eI e Y B8l SHT
v o X ol X0 T o 3 W oo®m oW < F T B I R
= TR ur XA o 2 O o e ~ N o H g NS
o = 1 X X o T 4 i~ <~ @ o= ™ FLER e ¥
U S el S o 2 M Y - TR o T W | T IEH LD
X 96 W 0»4 ~ ﬁu%ﬂﬂiaﬂmeﬂmﬂs T X B WM%%%WLQ?
—_— ) el _~ —_
Prom4d B _FTagpwo owmHCw D ko TR T
U S ﬁ - o N momow g F ]dlﬂulﬂ,ﬁ oo Al N AT e
NN T ] 1.ﬁ — o) 3 T [z X ‘:L X o X — OC UM oy ofu o - ~
- o xog RO Te o NPT | TTAATEAT
(Y | A A e BT <~ B % 9 o m o 4r o B = o
M X K B FEFTENT X O PHALBET T | ED




3 wgAAAR A

1

’

u} 86)

THAA = A

obef FH Aol F

=

PRITEESEH B35 B15R(2022. 3.)

ool A o3 9]

124

Moo N o W OB W oy XX °odker g mour
- T T o aL%}mqmo%E%%Lmo e Moy R R
e "3 Bxr™_a xrp_ 2 Zux “1sle
e PER M o PT om FhE Teglw
~ DR BRI R B TR P Tes T AT
oW T W o X OFER X v Tmg walz©
MEﬁo,ﬂl‘Olﬂ_me#,Ol‘WﬂuAlﬂﬂM]Mﬁ%‘lﬁ o> Woﬁﬂro mﬂiwwﬂﬁ
o) ! o 0T g T R m Ao s
aoow%@%ﬁa@ﬂmaﬂ% LI NI T S
T O RpEFTRF PR Mg, WO PR Ny ETREw
o e o E o= our ol Mo or o Y mﬁw A P -
O @ o= g o - P e = S
=) KT o ) I T T = T Pomen N % o
of ﬂlﬂ;oTxVﬂHLv;o m_ylMdM Qewm o R mTw/r%AﬂnE“(mﬂuTMomw
By OB EXT AT TR Yy Ve THaETR Tk
@uTwHL#_Mﬂ_aﬂaLﬁai_lﬂﬁm Lo SR Ty
el e e T pggw P A RGEE e D FudanZiTE N
) w%%%@?@%ﬂ&ﬂ%@ﬂ ?Mﬁrw%%mﬂﬂmw
1T TR S vt L EIEEimfosTs
o Ar . Ho T X Ho N =TT 9T 3 N AR
[EIN= = ° H MHO iy xO =3 Mo oo ) < o ww 2],o|m._A = o X E__ﬂ_lmmm
WoNoor o oA %% TFT WY L AZRCREW g
X aﬂﬂ@l‘q MME.W MﬂT‘OIEﬂ W_M\NJ_EO&MME yJoﬂMMUEH
H T = N ©OoF W o g MM i s Lo AR oA 5
R TR C N S TR B I S A .
™o o W Eo]ﬂdﬂ ﬂﬁ N oo .Jli_- TR ,mquNWMﬂﬂﬁsﬁ
T o mrﬂ]ﬁmﬂﬂmuEmuaaﬂ SN RN AP m®
B P TRET IR R R e 2P 5T By
He ®RofPBRy P Lg TuSE 5872 rx
a«drdme7maﬂPmEm ] ATurmma TEHpEXENT s
T om e N N o o o PR gL =TTy
< R — [N wx R X E T il
i W= ko= I S JC S o e B g g DT
ﬂfﬂﬁ N ﬂﬂv.,_ JLﬂEo ﬂ_;ﬂo»dlﬂ_tu v,uamﬂﬂrﬂﬂuﬂﬁamﬁ%_i
—_— _— nl i = —~ 30 ~y —) o s
te s T ¥ s (R T oMk (TR *RE TS
Frgela _mwmRll Y9 8 [FreT T damy ow
4%%4%%%% s %%Wﬂﬂﬂ e e IR M S
0 - o T —~ —~ —
DT HETNNT D RANT R DT B WP = 5 &

S A A, 2021,

1

k3]
pal

=,

U7, A A 7166

4

A

e AeAEE

1

ke
yal

&l o

5



BJ
o)
Al
R0

o)

=2 o
= TI

el

- 5l
S=

Az A%

b

S
ef

Ooff CH

o

—

o
ﬁo

)

—_
o

A7}

)

35
LA

—

ARE 7o)

)

—

N
ol

ane 5

o

el
4r

h=i}
P

A4

boleh Selte Betsol

°

| 7kl 2] &t

©

of A AE A oFE W AE

oz 24

1. ey 2t

0

]

ki3

oo we 582

==
-

R
-

=13
=

A Al

1

=

J

sheh el the

1
Al

=

A

[

B!

—_
file)

il

4r

ol

e

)
s

ox

dets diekgel71e Aol

g 2 ARe =

4, AT gl fEA @
1957 ownE o

9|

Gl

&

i
)

i
oy
oy
%o

G

B

Tor

ofel = ALl

of w3

]

Aol A,

x| %=

=

=

1

)

o ..

g1, thobrt 1 g9

S

L

T

o Qelg A

o it o

ol tgk A7t 7145

}

0]
i

ul
=

o=

o]
=l
K

AL 8T

gl

[e)

1
Al

ANA o

89) i€l 2012. 11. 15. A3 201256676 FHACLHATF=fo ufh}

l

=
-

A




PRITEESEH B35 B15R(2022. 3.)

126

=
=

Jo] ;‘g—

o
~

o]

)

N
£

el

¢
ol
T
Yo
.
G
I

)

—_
10

O

el

el
&

olg] mgzA el ¥

=

o

o]
PR

=
T

stel ¥ AgAph b

Ae) FAA et ope} del%
o A%l et et Fel719del W (RS

g

=]
=

)

Lo AeFAIA el

=

=1
71)

1, 55154

ofgfje} o] Atstry,
D ¥ Ao Ak (licensed technology)e] &f

ANOx (AF71=2 el 2w

[e)

=

]‘

R,

o

B
o
ir

0°
=K

ki3

e

Zto]

o A

3L
=

=84

be el

o] B35

o5}

o
=

7= (@E714)9

Ll

=l
7]l & A=

]

=
it

=

vk

go] ofste] wEow 7

s

4

& Aleke] AlRelA Z)Eold el thadel

R
=]

o

s

o]

& FHRER A
® “BFA719"

=]
hUn

G
N
o5
4
el
jint

iy

wr

o

SATA wet AjE=E ATl o

o

A

i
S}

1;].]3

o

.

FH714

)

[e]

el mek AR 7]zl o
7

p
L




3l
o)
Al
R0

o)

=2 o
= TI

f ot

- 5l
S=

Az A%

b

S
ef

of CH

W A7)

3}
of

12 o

= =
—

e,

o "ol ut

7 &

94

S
=]

o}

o)
el

X

il

e
el

R EREES

st F9i71glel gelel

oo

584

A2 NEE

=
=

b ol

@ “thstre] “AlfrlE"e] TN

(EEF1Y: 2022.2.24., AARAIY: 2022.2.26., AAMIAHYL: 2022.3.11.)

iz



128 HFTEEFH B35 H15E(02. 3.)

3 1 & 3]
I. 3dEd
BAE 9 34, “Edd B digtellN AFAEHA=Y Tsold Al MFE
39} 9H7)%0 B #BI AE H tstmel D A <kale] Aok
HEZD 3 NFES @ =58 TH 2R s
obA WA 2014. 12. 24. A1 20137F§85597 #4)”, 7)<

33 2] A209@ A|2%, S| AT, 2017.
29, “dist wY A FA3 ot AT - o FE FAHS T

-
(i
>
o o, 8 ofN o
>

o7” NEIFAAT A26P A1D, 71E=FAAA S, 2018.
sk Adx ks, Ay R e APS 91ek Bt 33 E(dedication rate)
27, At EHAI31E Al4%), st Hekd -9, 2019.
FEAHET, UE-ArY A Al="E 2ot FAdT, 33
=4 A54, 2001
AAL 9 39, “FTE7ls 71 A AdAES s #4s T o
HeE ek A, HerieA , 2020

2 o] 71.9)
=Y ‘_l hS)
s, i 2 d9des9a 2 1%%011 J8l FER

A1662., %ﬂ“ﬂwﬂﬂ 2021.
2ok 9 29, “use] APy Ay FvE dEgade s 79
A Exd nAE 9, E=Ad DA 4199 xﬂgi 7]

AR A, Rl 2021
dgsts A ALA= A

:LI
911{
~
v
o o
12
g
1
3\2
"
K
N
v
N
RO
N
A °

B8 FAle®” 2020.
& 12020 Z]EolidAb B A EiEAE BaiM”, 2021.
ol3% 5, "uwdFY IS YT slol=gl", A A A A D3



Chet 2 &eDlgo ZURAC2A 0EX NS 2= DA FES 129
ML CHet Hol Hs SIS 2ls NHO st A7

|
A A A3 BaA”, FERE, 2018,
Ipgoll el oAl =4S 917k R, 2019.
7k H57, 2014.

N
2

gl g ets], “1‘4@-@_?71% 713 Aetd &

I. sfej=d

Claudia Adkison, Issues of University Based Research, 17 Emory Int'l
L. Rev. 505 (2003).

Catherine L. Fisk, Removing the ‘Fuel of Interest’ from the Fire of
Genius’> Law and the Employee—-Inventor, 1830-1930, 65 U.
Chi. L. Rev. 1127 (1998).

Christian Czychowski & Klaus Dieter Langfinger, German Law on
Employees' Inventions Regarding University Employees, 45
Les Nouvelles 221 (2010).

Esther Barron & Darren Green, Accidental Founders: The Race from (lass
Project to Start-Up, 25 Stan. J.L. Bus. & Fin. 86 (2020).

Joshua A. Newberg & Richard L. Dunn, Keeping Secrets in the Campus
Lab: Law, Values and Rules of Engagement for Industry-Univ
ersity R&D Partnerships, 39 Am. Bus. L.J. 187 (2002).

Liza Vertinsky, Boundary—Spanning Collaboration and the Limits of
Joint Inventorship Doctrine, 55 Hous. L. Rev. 401 (2017).

Mirjam S. Leloux, /ntellectual Property Rights (IPR) in A Changing Landscape
of University-Industry Collaborations, 54 Les Nouvelles 87 (2019).

Rochelle Cooper Dreyfuss, Collaborative Research: Contlicts on Authorship,
Ownership, and Accountability, 53 Vand. L. Rev. 1161 (2000).



130 FHRAFEEFH B35 H15E(02. 3.)

o 959 A=

Carnegie Mellon University, Spin-off Guideline, https://www.cmu.edu/ctt
ec/forms/spin—off-guidelines—cmu.pdf (last visited Feb. 2, 2022).

Office of Technology Licensing, Stanford Folices, Stanford, https://otl.stanfor
d.edu/intellectual—property/stanford—policies (last visited Feb. 2, 2022).

Start-Up Guide, Stanford University Office of Technology Licensing (2016),
https://doresearch.stanford.edu/documents/office-technology—
licensing-otl-start—guide-march-2016/download.

ENZRHEN SRR, “TBIEM. e ORRIRIEIC DnT7, https://
www.muroran—it.ac.jp/crd/intellectual-property/qa/qa03/(Z FH-E- <
2022. 2. 22.).



2
o
He
1]
11
o \J

— Abstract

Study on Guideline for Clarifying Attribution of
Right to Improvement Invention Created by

Dual—employed Faculty in Spin—off Company

Sung Pill HWANG"®

The role of university is gradually expanding. That is, while education
and academic research have been emphasized as important role in the past, it
is being sought that legal tools to promote utilization of intellectual property
rights created from research at universities. As such a tool, spin-off of public
research institutes including universities and government-funded institutes has
been encouraged and furthermore, establishment of faculty spin-off is been
actively encouraged. On the other hand, in many cases, faculties who are
professors at universities establish spin-off company by obtaining approval by
the university for dual employment. Thus, it is necessary to manage legal
issues for improvement invention created by consecutive research by the
dual-employed faculty. In this regard, first of all, this article has examined
legal issues related to improvement invention and deduced implications from
the examination. After that, this article asserts that a legal theory of
employee invention articulated in the Invention Promotion Act should be
applied by considering a natural person working employed by two employers
as different two employees. According to the inventorism articulated by Korea

Patent Act, patentee is entitled to obtain patent right. Since, based on that

* Patent Court of Korea International IP Law Research Center Researcher.
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right, both University and faculty spin-off cannot be prevented from obtaining
the patent right in accordance with succession regulation on employee
invention, it would be in line with the legal theory of employee invention.
Furthermore, this article has suggested a guideline on the attribution of right
to improvement inventions created by dual-employed faculty. The university
would be able to solve problem of the attribution of the right to the
improvement invention by securing a share of the patent right for that
invention. Specifically, this article asserts that the determination of the share
should be made under agreement between the university and the faculty
spin-off, and the share should be calculated by collectively considering
contribution of the inventor’s effort and the non-creative contribution of the
two employers. Since such a guideline do not violate the legal theory of
employee invention and do not constitute unfair trade practices, it may be a
starting point for negotiation between universities and faculty spin-off when

the universities approves for a faculty to have dual employment.

9 Sung Pill Hwang
dual—employed faculty, faculty spin—off,

employee invention, improvement invention,

share of patent right



