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II. F5EEx gl #A3k 7|&9] Adutd 23
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7 EAE 1E Abeld Fy
Th8) RO AL )
9 geo] Basche e
Z JuE910) oJ7]A e FHA dHo QA= ‘At AE(communication)’
gl AZEE T ID12) YA wgE AAA 97 oo FHA Q7]
Q

shefar =47k vk AEh1® 20100 o] A A A kars A dax (o] 8},

3

8) WALJCRKS, "M/ I DML & SR IE ORI A H - A — A - FER
HERIEM OG5 DR HE LT & AR E I OF G RIGRIE NI - FIH-1,  HEFERHA
#2012, 8TH( Ltz LAMILL T, THEDED, BWOBOZICBELITHRTLR
L DFEDHOTBUNEL 2 b - T A RIS I L TN 72080 &EFRT 5, 7).

9) A%, “mAZLoIA Y A LAY ol AR BE AT, HAAND A42E, B
A A A 4kek3], 2013, 1334,

‘5’—5‘3"134]]—4 :'qﬂi'_” E

A wheh ol Wl 7]

10) el AR, BdAl 2012, 343H (T AHEAE
EA AP Azt A3 dofet Abgolojof SR,
T S PsteAE Al glojA e HAAA YEUIeH L&A,
e 5 F &9 O7F 2w FF PEA, FAG T 71
A o2 yrhste]oF & Aolr}),

UDERIS, b4 #hiGE, 88H( (D) (m) 0BG, BREHT, (v) -10%
F#EJ%@;LEE% (Z ORI ORT) Wi T, (-2, B, WE. 8. R
SFETIHRCHETALOTHD, ).

12) William C. Robinson, 7he Law of Patents for Useful Inventions § 396 (1890) (“Only where

the same single, unitary idea of means is the product of two or more minds, working pari
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g o X b do oo

Mooy o 2 o

< o &~ _>L9_->i
N

=)
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~

passu, and in communication with each other, is the conception truly joint and the result a
joint invention.”) (cited from Aaron X. Fellmeth, Conception and Misconception i Joint
Inventorship, 2 NYU J. Intell. Prop. & Ent. L. 73, 97 (2012)).

13) 294, S8 A4, wrda}, 2013, 228-220 (A A QA <) 7| FL BE FEwRe)
B4l 449 & Uee BE, ol FEUWA ABE A s AW 1zl
nE # 4 gk TERPel 4] A sk ge Ay FEuA o2 By
Aol BEuH FHA AE BRWR AZAN FEALAF 57 AN T5R
A9 FuA AL BAF AAY, THUIAL 5] AANE FEUP bt Ba
stol, ol @ 4 W oA Qo] W FAL A WHS ATH A4S IS
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o= AAZE £98kA= oy A 23 oo F7he] axdo] &
gstthal 2 Addel= stk 1 Al 2008d A AHLATE FHH 2
Aol seda wde] dedolgtal & AbHZE =L 1 A
245 ojoitol AAA-AEHH FHAA T FHI Ao s

g2 Atelell AAA ortiFol EAEH 159 e
= gdstet. 2y, AHA YAARE ] =
AT darvt AdH= Aol tzﬂz‘g}u},m e A
(interaction)!” X% Al (knowledge) o 2% F&wt
T s Folth. A& A7de A7AANE F ATde] Aot A
= 9lth=(conjoined) o2 FELBAAL S UA A
o, 18) o714 e] “Ajt o] doA-ge] g Fefetal AZET T
7F =71 9 oA SAA R o] A
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14) g PE SR 22, 7. 9. Jr?75419( L )EE 100675 FIPk.

15) A PE @SB 1020, 5. 29, FH19(R)HE10037+ k.

16) Arbitron, Inc. v. Kiefl, 2010 U.S. Dist. LEXIS 83597, at 16-17 (S.D.N.Y. 2010) (&g =}7}
o] oF Bbs Mdsta 1 AdE A A |yl 2 A 3
S dsiglon, o T wgal Apold] ofFd atAT O] Il E BFE
S FEAAR AAE A,

17) Eric Ross Cohen, Clear As Mud: An Empirical Analysis of the Developing Law of Joint
Inventorship in the Federal Circuit, 28 Berkeley Tech. LJ. 382, 390 (2013) (“The analysis
for joint inventorship first requires that there must be some degree of interaction between

-

the joint inventors and that they are working toward a common goal.”).

18) Eli Lilly & Co. v. Aradigm Corp., 376 F.3d 1352, 1359 (Fed. Cir. 2004) (“labor [was]
conjoined with the efforts of the named inventors.”).

19) Monsanto Co. v. Kamp, 269 F. Supp. 818, 824 (D.D.C 1967) (“A joint invention is the
product of collaboration of the inventive endeavors of two or more persons working
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ofe] =77k Folets dld AT ZREAEA M= AFE TE A
s AHE FaL A Ao ol Rl dAvEdE I A=
Bastal AT AANE A "doh 2 AN A= Al B

<= =4, A2 g5 A Fa dobrh oAt
L =stal sl Aaah RopA A st
3, = AHEE AL dTh20 aFuE, o FEA
vjekg el ATrh HopdM Fome] shite] B S JA4LE Ut
e A Agells s Alele] e Ade dAskelof &
o sl ek Al (knowledge)iho w2 T AR
T UrhzD Ao g ATdE e S EE AL Aol
AtaE(communication)S Ao R He s

2 AUAA 24 (rigid) Ao] BT)22220

o o
o
ol
N
nf;

-V& é HU

1o o
Mo
iy

iy

Lo,

toward the same end and producing an invention by their aggregate efforts. . . . It is not
necessary that the entire inventive concept should occur to each of the joint inventors, or
that the two should physically work on the project together. One may take a step at one

time, the other an approach at different times.”).

20) Adam J. Sibley & Rodney L. Sparks, 7he Difficulty of Determining Joint Inventorship,
Especially with Kegard to Novel Chemical Compounds and Their Applications, 8 Loy. L. &
Tech. Ann. 44, 46 (2009) (“When there is a joint invention, the inventors need not have
physically worked together or at the same time.”).

2D HsA oW, VEedH deS A ARy E At A7, A E
A93%, ‘?31?‘1"% 2021, 119134(“143}*1 BT dEaAre ourt A ow Byl ¢
71948 Aol 7ldE e A5 FYEWAVE EAste dAge gur sjHEy Fagow
FE A9 A47A O?%E} E AL obdha £uh)

22) 913, "S-ttt M=o FEd AFeA AR A2

A7 FAE Aol Heke Fee Yol ol F

S (o)

g
z
)
Y

A A A AT, 2020, 97H (TR el
oA ddE Zj“&o}‘ﬁ el Wek FuA oAb wghs FeuA gese she
Sohs AL AYAA Z4d 9 e 24 97t oo 21)

23) AR, T ddviEel] wF vuy uF -2, Ao A, AEH 7o 9
Fes sHo2 -7 Foe A9 AlE, Fejstu WEdT4, 2019, 811M(TE
el tE e dAE gslidets wr e A 2ge] FAsh SAs A 34 A
719 E= AdE FqES slatd a4 wsoaket dAgle] gedEAE A H oo
& Ao, &, FH4 FEoate ey dd A agFojof & gho wEA FF
sofof at= 97& ofele Aot}

24) Falana v. Kent State Univ., 669 F.3d 1349, 1357 (Fed. Cir. 2012) (“People may be joint
inventors even though they do not physically work on the invention together or at the
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59l F AZE wyolA A wuaet Fowwa Atele] FaHel o
AnEol YeAE BTET FEUFAZ AQF AAE ool AA
gtk A AEFE we ATE VI 1ee 4 FEWIAL A
457) olele AoR B2 o 22 wFe] Wk THUWAR
gAHoR Qe nelFr}

1. ¥ Arbitron v. Kiefl B726)

4 A i B =
Arbitron v. Kiefl AF12 Arbitron®] HF3 53] thdle] John
Barrett Kieflo] &&®xletar #7332, Arbitron®] Y3124 John
Barrett Kiefl& 312 3ol FE@yzl goidS #|7]3 Abpolt),
Au= 17/) WIEHE wisy dosd, 1 58 F st o
2765300t b BewEe dAddon wEAAR 4 4
(broadcast audience measurement device)ol|l gk Zl o]t}

dae ARA dolE BHE AEOR St Teus BAUEo]

19919 19 199 F w9} 29 A3A7F Z2Edy o] Aoz 1

l

0

at

ok
42 e Al
o of o

= o
wase A B9 Ao
TE3 4538297052 5
Qwe} wme] B%, 4

same time ...").

25) AEE, "BIWA EA(ER) By APE", 1T ¥ A7 #1925, AEogta 179 |
A4, 2019, 319 X,

26) Arbitron, Inc. v. Kiefl, No. 09-CV-04013 PAC, 2010 WL 3239414 (S.D.N.Y. Aug. 13,
2010).
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A7MA Qarst vlae oprd AHES THAA & }‘“/} 1992 12¥9] ¥

= Y3E HE3le 19 Person Meter 7|&& ghold2x 3k Wk
of thale] Aere 3kt 199349 2¢ % JWQ} Hae A

(NDA non-disclosure agreement)S A3tk 1 A &

7S QoA AFsgon, dus 1 VeSS s A

3] 5 AHFlanagan)oll Al Agstslth. 1993 2¢ 17 J

= Jare] 7jgdd Aol fuvkal FHEAT. 1§ 20009 7%1 el

A]
S
el 2

S le;
th 2004 49 79 il 2765359 WHE Havl SAH R A

stelom Fae] 7es EQ T &84 gt FEslth
20044 449 214 d)ae= darelA £ uE #AE FRegien, o9
A= dae] 537 Had =4S Ql&stoof dvhe A3 At A4l
AFE A Ttstelol ke Als FAsGltE 2004 5¥ 7Y s v
o] S WolsolA] Fkow AHUAE HTehA Fevhal gkt

a7y 276535 AR A9 #A|3AHInternational Demographics)E
diiE 55 HAass AVlstelen, o1 AdolA MU 276559
Wl o] wulel 7)< (cellular telephony)S ZAEHE Aoz &4t

then mE 20099 49 89 Aito]A] AR WAE ERake], 17}

QoA A-&3 7]40] cellular telephony 7]&g *33sn=z 17}

276539 wHd 7]of3t o, aHrnw I aietal 745kl
=aad

I ARG f-$Ete], 20099 4¥9 229 Yy DB AgE wyzt
59 Fgolg e A F3AhES AR A g vt

27) Arbitron Inc. v. Intl Demographics, Inc., et al, 2009 WL 68875, at 9 (ED. Tex. Jan 8,
2009).
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& Bl Lily $4L 28311 28 FEurmxl o5
Al 21E AAEAT: O AF EEaet & 3
T+ AZ(collaboration or connection), @ &% =
goal) 2 @ EaIwe e digd dAE  7]o(significant

contribution).

1) £ ¢ Z(collaboration or connection)
HALS e £ d48 A fste] A g xp(dan)e} 3
AFg 2L (L3 3| AFe] 21 9) Afolol] oA AE(communication)©] & R3&}t}

SV Bl Lilly AL 988 om 29 1 AL AEe] ZAjo]| B3}

3 9] A%l Park Adss S8WEAElanagan)l Al A9
Helvhs A W 1 SHWEAL 276539 1099 FE WA o4}
AES FQong wurt 1 EFWEAE miAZ 10" FEuma)
st 2 9 Aolea 439 tha0

s
Hee ¥ wake] B
_"

m

LR E IR
o] «dzdo] AHATL

I
oft
(o

_

g AF 1 o= Ao

>
o

!
Kimberly—Clark 230 9 Eli Lilly 42532 2183 & 27653y
°] 1089 FEWH7t 939 714 &M AN Flanagan)E E38+o]
Yretds Aolm= ¥t 1 10 ‘ﬁ«] SEHHAL Afolel oJAbAEo]
AT Aelthsd) 2 ddo] gfefgh AT S FEUH At

28) Eli Lily, 376 F.3d at 1359.

29) /d (“open line of communication during or in temporal proximity to their inventive
efforts.”).

30) Arbitron, 2009 WL 68875, at 6 (“The disclosure of the Kiefl Applications to Flanagan
created a nexus between Kiefl and the named inventors, conjoining their work.”).

31) Kimberly-Clark Corp. v. Procter & Gamble Distrib. Co., 973 F.2d 911, 917 (Fed. Cir.
1992).

32) Eli Lilly, 376 F.3d at 1359.
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Apole] A A elapaEo] ofn] A wEAe] s)%e] Ao wAE
S wAel Al AREW 1 ADo] oXaEe] A HTIIL 1 gkT)

2) %9 EF(common goal)

Hde o] S JiQ Flg AFA SA 7]l #ek A
bl whall, 2765882 AR s 7)o ARS8k Al #
3 Folmg F wtge] Bgyl thEvia HYTEsd o] SwHolA ¥iE
SEEEAE HA Iy gk, oY ddo] AR ‘wEe HR'=
T eERBArt FHAoR ¥E RRE Ve AS weke Ao] of
Yt vare] 7lsea dae] 7l 5x37F s Aolojor 3k wilt
=, 7l ARA ] ko] $E A A oS ATl Ao

3) B3¢ A4 gt @A T 7] (significant contribution)

Fale 2765389 A8 A17F Lol doly dES 9l cellular
telephony 7|5 XstslE =z 17F 27653 W dAA3] 7]olssivta
F7ah A th.36)

WS AL7Y wgol delE HE Aa"E Fsked wbE,
cellular telephony 7|&& S543sHA &2™, cellular telephony 7]
tole] AEe 9% Ay s F shtel =dstew dart A173 2
Boll AA3] 7l ekA] Fkriar Felt.

o B2
o ARRelA] el AN 37 87 F A WA Ae T
2ol syt =

A © A

T
(collaboration or connection), @ &-&2 H3#%(common goal) %

33) Arbitron, 2009 WL 68875, at 6.
34) /d. at 5-6.
35) /d. at 6.

)
36) /d. at 7.
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Felle ZlEdge] Mo R dd, HdEEHW 25 Abeld Adurt
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2. "=Z9 Bianco v. Globus B7A37)

7h AHABA

3] 31(Globus MedicaD& S5+ FH|E At 3|Alolt). 9)Alql
Y31 (Dr. Bianco)+= ¥ iL(Globus Medica)e] ZH o= 3o F4&
ek vl lom (2007 3¥), 1 % YaE oA AR AlEel
gk ofolt]ol & AE3IATH2007d 69). Y7t AFg =HS 7k
343 <9]EZ @ E(expandable intervertebral spacer implant)E R
A=) 1 JIETEE A5 (vertebrae) Atolo] HAS oo w}
Wolar Fd F e 71Tl A BF Fed 2volM s

37) Bianco v. Globus Medical, Inc., 2014 WL 977861, at 9-10 (E.D. Tex. 2014) (J. Bryson,
sitting by designation).

38) 5 (vertebrae)7} MZ G&H = A5, 1 HFW Apo]d 2w o] M(spacer)E 48k
oH#& d|2gtt}. Sabatino BIANCO, MD, Plaintiff-Appellee, v. GLOBUS MEDICAL, INC.,
Defendant-Appellant., 2015 WL 739894, at 5 (Fed. Cir. 2015) (“Spinal fusion surgery is
used to treat conditions such as degenerative disc disease, in which the space between
two vertebrae in the patient's spine become compressed. To correct this condition, a
surgeon may implant a device called an intervertebral spacer between the two vertebrae.
The spacer replaces the degenerated disc tissue and maintains proper alignment and
spacing of the vertebrae, allowing the spine to heal. As the spine heals, the vertebrae on
either side of the spacer fuse together, as reflected in the name, ‘spinal fusion
surgery’.”).

39) Sabatino BIANCO, Plaintiff-Appellee, v. GLOBUS MEDICAL, INC., Defendant-Appellant.,
2015 WL 739894, at 7 (Fed. Cir. 2015) (“This drawing depicted a scissor jack element
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connected to a long shaft with a dial at end. A112. The scissor jack element resembled
two crossed arms connected by a pivot, like the letter X. The arms supported two
parallel plates, the distance between which could be increased or decreased by rotating
the arms about the pivot. Bianco explained that his scissor jack element was expandable
and contractible continuously.”).

40) /d at 8 (“At the time Bianco provided Globus with his drawings, Globus sold a variety of
spinal fusion spacers, but not an adjustable-height spacer. Alll; A6520. Historically,
intervertebral spacers for spinal fusion surgeries came in a variety of fixed sizes, and
surgeons would select the size appropriate for their patient when performing a surgery.”).

41) /d at 8 (“Bianco admitted that no one ever told him ‘that an instrument or implant, based
on the drawings that [he] gave to Globus, would work.”).

42) Id. at 9.
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= ool ool AHFAN FAC ofste] SRt E v 1A s
O oveprb WAL S aE AlE s e A &vEde] 5%8 1 9
Ul gl W v gl or AT WY darh ek A
AeAEEe] ATE WolsolA @fadd il AL A S (ongoing
royalty)& 148ty v wvjEee] 5%E S ez HAgsltt

o FEEPA AR e

Hee dark g SRl gedwArt oiydta Adskgiv
oaeke] glojA M @ vk daelA deet mue] et v
o] Bk o] Afolol]l @ gh(material) zte]7F EAlg = A, @ A
a7p Esdrge] 5S4 loekA] vt A, © davk v @At
=% AA(interaction) & 7HA Fdthe= A AR AAEH

dae] = FE gY JdE T E(expandable intervertebral

43
spacer implant)E 1% UREA Sl olo|tjol& AAIGS Wolw, ¢
ata Aol 7bset W] WEsta J&HQl ofojriofd o2 L3}
Fd AoR WUHACKS) FuE Fai

7b AR TbsR Aol ol2x Rakdvta FAsed, 1 FEE 9
9] ololt]o] 7} 1 AA 2 By h

Yrha6) AgHoz: 11 Tyl yE Saaye] o] dA3)

e d, S AnE a7 Aoyt dus

Al A THAD

43) Bianco v. Globus Med., Inc., No. 2:12-CV-00147-WCB, 2014 WL 5462388, at 2 (E.D. Tex.
Oct. 27, 2014), aff'd, 618 F. App'x 1032 (Fed. Cir. 2015) (“The jury awarded Dr. Bianco
$4,295,760 in damages for past trade secret misappropriation, which was five percent of
the profits that Globus earned on the products up to the original trial date, as calculated
by Globus's expert.”).

44) Bianco v. Globus Med., Inc., No. 2:12-CV-00147-WCB, 2014 WL 1049067 (E.D. Tex. Mar.
17, 2014).

45) “a definite and permanent idea of the complete and operative invention,”

46) Sabatino Bianco, v. Globus Medical, Inc., 2015 WL 739894, at 1 (Fed. Cir. 2015) (“He did
not disclose a workable device or provide any concrete details about how to make his
idea a reality. It took Globus years of independent development, with no contribution from
Bianco, to develop a functioning product.”).
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47) Bianco v. Globus Med., Inc., 30 F. Supp. 3d 565, 579 (E.D. Tex. 2014) (“Furthermore, the
devices disclosed in the Globus patents are significantly different from the device
disclosed in Dr. Bianco's drawings.”).

48) Id at 579 (“Assuming that the evidence supports a finding that Globus used Dr. Bianco's
ideas as a starting point for its Caliber, Caliber-L, and Rise products, that does not mean
that his contribution to the patents associated with those products was sufficient to render
him a co-inventor.”).

49) Y19 ofoltjoizt 3 3Atel AFAoA ALEHATGL i Fo] A Aol F&
ghef aEu Adues A7E Aeldh. 91 ofeltjolrt wa FAte] Ao

7

Tl
Agsles dart SHsh= A A/
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3. "|=9] Clairol v. Save—Way T752)

7} AR o¥
A3 (Clairol Inc.)= v]=r53 #4,103,69435 5 HF3HY, 1 5359
e Foi7t 7hsete A7PHE R FEEeE EES wiySo] sk

719l gk Zleojvy, I Seerg o] AR Paul D. Burian(o]d} ‘53
Wk 21) 2 Arthur T. Sempliner(e] 3} ‘A8 2 zl)7F 71 A= A}, A

17F 9a(Save-Way Indus)E B2 5319 HlAFES A7
g, 2 &M das oy 45 sglen 1 T vz I F Uy

A7k FEEAT} ol ehar et

50) Bianco v. Globus Med., Inc., 30 F. Supp. 3d 565, 577 (E.D. Tex. 2014) (“A person does
not become entitled to be named as a joint inventor on a patent merely by suggesting a
desired goal or result without conceiving of the means by which that goal can be
attained.”).

51) Bianco v. Globus Med., Inc., 618 F. App'x 1032 (Fed. Cir. 2015).

52) Clairol Inc. v. Save-Way Indus., Inc., No. 79-175-CIV-CA, 1980 WL 30222 (S.D. Fla. June
10, 1980), and amended, No. 79-175-CIV-CA, 1980 WL 30310 (S.D. Fla. Aug. 25, 1980).
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53) Clairol, 1980 WL 30222, at 7.

54) 1d.

55) /d

56) /d. (“In contrast, there was virtually no give-and-take of thoughts and ideas between

Burian and Sempliner, and Sempliner's actions of participation ended before Burian's
began.”).

57) Monsanto, 269 F.Supp. at 824 (“One may take a step at one time, the other an approach

at different times. One may do more of the experimental work while the other makes
suggestions from time to time. The fact that each of the inventors plays a different role
and that the contribution of one may not be as great as that of another, does not detract
from the fact that the invention is joint, if each makes some original contribution, though
partial, to the final solution of the problem.”).

58) Clairol, 1980 WL 30222, at 7 (“and the factual finding that the teachings and claims of
the B-S patent are the synergistic result of the inextricable efforts of Burian and
Sempliner, the Court holds that Burian and Sempliner are joint inventors.”).
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!
A g apel 8 gyl A AL oatAaT o] fle AfddxE A
&) el 7)ozt & W tel Al A4 E=(connected) A L F
zts Fedyziel QA v=re] AlE 2= 201049 Arbitron v
Kiefl ¥4 600 Memry v. Kentucky Oil 76D o] F7l2 wAE)
g 3Abell A Zrol Aarg AIE (7 HAE FAols T ofE) &
o] ofojutel A+etE= A 1 F &5 TEUHAR ABT F A=
Aot} [P Innovation v. Red Hat ZAA HYL (FF AFAho]
A A2 EAE AR, 73] AAFE o]ojkol A-E
T AP S dgorn=w T Fo] Fedyatelal B ogt62)
Ultra=Precision v. Ford A X+= 3L(Ultra-Precision)9] %<
7 Jal(Ford)e] FHHol MBFAFS] MEs faf & 5, v}
S5 Ede e digte] vt 19 FHAo] e At Fs)
%k

e, MU 9u FAAo] o) S99 Aol slojshx o

m

r

59) In re Hardee, 1984 WL 63602, at 3 (Ass't Comm'r Pat. 1984) (“[W]here two persons are
totally unaware of each other's work, there can be no joint inventorship.”).

60) Arbitron, Inc. v. Kiefl, No. 09-CV-04013, 2010 U.S. Dist. LEXIS 83597, at 16-17
(SD.N.Y., Aug. 13, 2010) (holding that one scientist who reviewed and built on a report
about another's discovery collaborated sufficiently to qualify as joint inventors).

61) Memry Corp. v. Kentucky Oil Tech., N.V., 2007 WL 2746737, at 10-11 (N.D. Cal. Sept.
20, 2007).

62) IP Innovation v. Red Hat, Inc. (9705 F.Supp.2d 692) (E.D. Tex. 2010).
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requires knowledge of both the specific chemical structure of the

‘

65) Falana v. Kent State Univ., 669 F.3d 1349, 1357 (Fed. Cir. 2012) (“Conception of a
chemical compound

63) Ultra-Precision Manufacturing, Ltd. v. Ford Motor Co., 411 F.3d 1369 (Fed. Cir. 2005).

64) Falana v. Kent State University, 669 F.3d 1349 (Fed. Cir. 2012).
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compound and an operative method of making it.””) (citing Fina Oil & Chem. Co. v. Ewen,
123 F.3d 1466, 1473 (Fed. Cir. 1997)).

66) /d. at 1358 (“Once the method of making the novel genus of compounds becomes public

=

knowledge, it is then assimilated into the storehouse of knowledge that comprises ordinary
skill in the art.”).

67) Coloplast A/S v. Hollister Inc. (Eastern High Court of Denmark November 5th 2018). th4F
HAo] gt J& A/MAE: <http://patentblog.kluweriplaw.com/2018/11/29/coloplast-as
-claimed-co-inventor-ship-to-invention-contained-in-patent-application-filed-by-hollister-in
c-was-not-proved/>.

68) “Coloplast had not claimed that the activation of catheters by wet installation was an


http://patentblog.kluweriplaw.com/2018/11/29/coloplast-as
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invention made by Coloplast. On the contrary, Coloplast had acknowledged that activation
of catheters by wet installation is a well-known technique used by others.”
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359 Polwood v. Foxworth AP, 7D 11
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73) 29, "R Sl g o]dA T HEFAT, AP AI9E, AP, 2107,
o , FEIAE WEA] dastA] grie Ao
%4 - ¥ o] H(Haedicke/Timmann, Handbuch des Patentrechts, C.H.Beck, 2012, §3:33-34;
BGH, 17.01.1995- X ZR 130/93).

74) Maximilian Haedicke/Henrik Timmann, supra, p. 251 (“The criterion of deliberate

2,
pugiitod
e
o
offl
=2
ot
1o
0>"’
i)
=
N
=)
)

interaction, however, gives no indication as to the nature of the contribution made by the
individual. The existence of deliberate interaction is thus unnecessary to the assessment
of joint inventorship. The only decisive issue is whether, from an objective point of view,
a contribution by the co-inventor exists.”).

75) FHH 87 oS FHe dHef sd=E BGH Mitt 1996, 16 = NJW-RR 1995, 696, 698
- Gummielastische Masse 1; Chakraborty/Tilmann p. 65; Busse/Keukenschrijver § 6 mn.
34; Bartenbach/Volz ArbnErfG § 5 mn. 50; Henke p. 54; Hellebrand p. 150 5 &1 $)
I, o2 A E KraBer § 19 I 5 (p. 342 et seq); Homma p 82; Hellebrand FS
Barenbach (2005), p. 141, 149, 155 55 €3 9}

76) Haedicke/Timmann, Handbuch des Patentrechts, C.H.Beck, 2012, §3:128.

77) Polwood Pty Litd v Foxworth Pty Ltd [2008] FCAFC 9.

78) Polwood, supra, § 18-32.
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82) Bradley M. Krul, 7he Four Cs' of Joint Inventorship: A Practical Framework for
Determining Joint Inventorship, 21 J. Intell. Prop. L. 73, 97 (2013) (“Unbeknownst to Ben,
Alice conceives a new cross—-member for the frame that Ben conceived as part of the
same project for ABC Recliners . . .").

83) Theranos, Inc. v. Fuisz Pharma LLC, No. 5:11-CV-05236, 2013 WL 5051172, at 3 (N.D.
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92) 494, BdY A3, dhgA}, 2017, 3419 FHE.
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107) WAREEH A6 AIFCEAS AT ARl stel FRe] AT Ay
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108) Bradley M. Krul, supra, at 82 (“For the most part, courts view incorrect inventorship
claims with skepticism because inventorship on an granted patent is presumed to be
correct.”).

109) Hess v. Advanced Cardiovascular Sys., Inc., 106 F.3d 976, 980 (Fed. Cir. 1997).

110

=

Eric Ross Cohen, supra, at 394 (“After a patent has issued, there is a heavy presumption
that the inventors named in the application are the correct inventors--that is, they are
true inventors, and they are the only true inventors.”).

111) Fina Oil & Chem. Co. v. Ewen, 123 F.3d 1466, 1474 (Fed. Cir. 1997) (“Dr. Razavi did
not meet his burden of establishing undisputed facts to show that Dr. Ewen made no
contribution to the conception of the invention ... or a contribution that was qualitatively
insignificant.”); Arbitron, Inc. v. Kiefl, No. 09-CV-04013 PAC, 2010 WL 3239414, at 5
(SD.N.Y. Aug. 13, 2010) (“Inventors named in an issued patent are presumed to be
correct. Eli Lily, 376 F.3d at 1358.").

Gemstar-TV Guide Int'l, Inc. v. ITC, 383 F.3d 1352, 1381 (Fed. Cir. 2004) (“Because a
patent is presumed valid under 35 U.S.C. §282, there follows a presumption that the

112

N

named inventors on a patent are the true and only inventors.”).
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123) Tigran Guledjian, Teaching the Federal Circuit New Tricks: Updating the Law of Joint
Inventorship in Patents, 32 Loy. L.A. L. Rev. 1273, 1273-74 (1999) (“Prior to 1984,
co-inventors must have worked together on virtually every aspect of the invention to be
named as joint inventors on the patent. Otherwise courts would require such inventors to
apply for separate patents.”).

124) Id at 1292 (“Although § 116 does not require that joint inventors physically work
together, collaboration is nevertheless possible when joint inventors work separately.”).

125) /d (“In fact, Congress ‘envisioned [some] level of collaboration including at least some
communication among joint inventors’ to support productive research.”).

126) Tigran Guledjian, supra, at 1293 (“The principal reason for amending § 116 was to
accommodate the growing number of patents filed by team research organizations, such
as large corporations employing hundreds of “co-inventors.”).




4% 7 Be ATFAE Al AHA dapaEe] EANY oYt
S5 Apolol HFAQ oAaBo] GHTE A GARE, Fuw
sroz FEUP Aol olFojrtn Holol @t v Sy A
116 /4ol Pleam)ol o8 AF o] Asl @ A2L wrgs}]
A3 glolRol 120 S]] ESWE ol o wye] AU LA
dste] FEWYA BAY|EAA FuH 81S Fstelof B

(=EFauY: 2022.2.17., AAMIAY: 2022.2.26, AAETAHL: 2022.3.11.)

= - b

FEuRA, AAH o], AR sle], FuA JNLE
A

’ ’

127) /d (“Thus, to increase innovation, improve the ‘economic health’ of the Nation and create
more jobs, the amendment recognized the ‘realities of modern team research’ by relaxing
the requirements of joint inventorship and allowing more patents to be filed by joint
inventors.”).
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— Abstract

A Study on Whether (Other than Objective
Dedication) Subjective Communication Among
Joint Inventors is Necessary

Li Hua WEN (Professor, Yantai Univ. in China)
Chaho JUNG (Professor, Sungkyunkwan Univ. in Korea)

With regard to the jurisprudence to decide joint inventors, the majority
opinion demands not only objective dedication requirement (whether there is
substantial dedication on distinct element of an invention) but also subjective
collaboration requirement (whether there is subjective communication among
joint inventors). This paper proclaims that (1) such rigid jurisprudence does
not reflect various research situations, (2) subjective collaboration requirement
be also complied with when there is one-way knowledge, (3) in a case
where joint inventorship is being determined after an invention was derived
and modified, if the modifier knew existence of the original inventor and/or
invention, one-way knowledge shall be admitted. In order to establish such
jurisprudence, this paper further proclaims that (1) we settle such
jurisprudence under which inventor names written in a patent application
shall be presumed as correct, (2) we make a new provision which defines
joint inventorship, and (3) the new provision clarify that not only direct

collaboration but also indirect collaboration may establish joint inventorship.

@ Li Hua WEN - Chaho JUNG

Joint Inventors, Substantial Dedication, Objective Dedication,

Subjective Communication, Interaction, Knowledge.



